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I hereby certify that this correspondence and all attachments arc being 
transmitted via facsimile to Office of Petitions, Commissioner for 
Patents, PO Box 1450. Alexandria, Virginia 2231 3-1450, to facsimile 
number (571 ) 279-0025. 



PETITION TO WITHDRAWAL APPLICATION 
FROM ISSUE UNDER 37 CFR 1.313(c) 



Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



FAX RECEIVED 

MAY 2 0 2005 
OFFICE OF PETITIONS 



Sir: 



1. DOCUMENTS ENCLOSED: 

Petition for Express Abandonment Transmittal (Attachment A). 

^ Express Abandonment Under 37 CFR 1.138 (PTO/SB/24) (Attachment B). 

^ Authorization By Assignee For Petition For Express Abandonment of 
Application (Attachment C). 

(3 Assignment Record of Subject Application (Attachment D). 

1^1 Terminal Disclaimer Filed in Subject Application No. 09/903,047 
(Attachment E). 

^ Assignment Record of Application No. 09/901,926, now U.S. Patent No. 
6,576,054 (Attachment F). 

IS Assignment Record of Patent No. 6,26 1 ,363 (Attachment G). 

^ Assignment Record of Application No. 09/849,771, now U.S. Patent No. 
6,562,1 3 1 (Attachment H). 
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Terminal Disclaimer Filed in Application No. 09/901,926, now U.S. Patent 
No. 6,576,054. (Attachment I). 

Copy of Utility Application Transmittal for Continuation Application 
Claiming Priority to App. no. 09/903,047, Mailed May 20, 2005 via Express 
Mail (Attachment J). 

^ Terminal Disclaimer for Continuation Application (Attachment K). 

2, WITHDRAWAL IN FAVOR OF CONTINUATION APPLICATION. 

In accordance with 37 CFR 1.313(c)(3), Applicants expressly abandon Application 
No. 09/903,047 in favour of a continuation application, a copy of the application transmittal 
being filed herewith (Attachment J). The filing of the continuation application is not 
conditional on the granting of the instant petition. 

3. GOOD AND SUFFICIENT REASONS WHY WITHDRAWAL FROM 
ISSUE IS NECESSARY. 

In accordance with 37 CFR §§1.313(a) and (c), Applicants respectfully submit that 
there are good and sufficient reasons why the above-identified application should be 
withdrawn from issue based on the terminal disclaimer that was filed in the application. 

A. Background - Pending Application No. 09/903,047. 

The subject application is assigned to Technologies and Devices International, Inc. 
("TDH"), as reflected in the assignment recorded at Reel / Frame 012268 / 0388. 
(Attachment D). 

Paragraph 3 of the December 5, 2002 Office action included a provisional rejection of 
certain claims under the doctrine of obviousness-type double patenting, based on Application 
No. 09/901,926, which issued as U.S. Patent No. 6,576,054. 

With their January 6, 2003 Response/Amendment, Applicants filed a Terminal 
Disclaimer, a copy of which is enclosed as Attachment E. The Terminal Disclaimer refers to 
Application No. 09/901,926. In addition, the Terminal Disclaimer refers to U.S. Patent No. 
6,261,363 and any patent that would issue from Patent Application No. 09/849,771 . 

B. Ownership of Applications / Patents Identified in Terminal 
Disclaimers in Subject Application. 

Application No. 09/901,926 issued as U.S. Patent No. 6,576,054 and is assigned to 
TDII, as reflected in the assignment recorded at Reel / Frame Number 012268 / 0385. 

LA/40293356.1 O 
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(Attachment F). 

U.S. Patent No. 6,261,363 is assigned to The Fox Group, Inc. ("Fox"), as reflected 
in the assignments recorded at Reel / Frame Numbers 013475 / 0067; 013484 / 0366 and 
013868 / 0615. (Attachment G). 

Application No. 09/849,771 issued as U.S. Patent No. 6,562,131 and is also assigned 
to Fox, as reflected in the assignments recorded at Reel / Frame Numbers 012546 / 0784 and 
012834 / 0909. (Attachment H). 

Thus, the Terminal Disclaimer (Attachment E) in the subject application refers to 
applications and patents that were not commonly owned when the terminal disclaimer was 
filed and are not currently commonly owned. 

C. Terminal Disclaimer in Application No. 09/901,926, now U.S. 
Patent No. 6,576,054. 
As discussed above in section A., Paragraph 3 of the December 5, 2002 Office action 
in the subject application included a provisional rejection of certain claims under the doctrine 
of obviousness-type double patenting, based on Application No. 09/901,926, now U.S. Patent 
No. 6,576,054. 

During prosecution of Application No. 09/901,926, a provisional obviousness-type 
rejection was made based on Application No. 09/903,047 (the subject application). 
Applicants filed a terminal disclaimer. (Attachment I). 

The terminal disclaimer (Attachment I) refers to Application No. 09/903,047, the 
subject application, which is owned by TDU. 

The terminal disclaimer (Attachment I) also refers to U.S. Patent No. 6,261,363 and 
Application No, 09/849,771 (which issued as U.S. Patent No. 6,562,131), both of which were 
assigned to Fox, as discussed above. 

Thus, the Terminal Disclaimer (Attachment E) that was filed in the subject 
application refers to a patent having a Terminal Disclaimer (Attachment 1) that refers to 
applications and patents that were not commonly owned when the Terminal Disclaimer 
(Attachment I) was filed. 
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D. Terminal Disclaimer io Subject Application Did Not Have Its 
Intended Effect; Corrected Terminal Disclaimer. 

In view of the forgoing remarks, the Terminal Disclaimer (Attachment E) that was 
filed in the subject application refers to applications and patents that were not and are not 
commonly owned, therefore, and did not have its intended effect, particularly considering 
that the Paragraph 3 of the December 5, 2002 Office action in the subject application sets 
forth a provisional obviousness-type double patenting rejection based on Application No, 
09/901,926. 

Applicants submit a terminal disclaimer (Attachment K) with the continuation 
application, a copy of the transmittal of which being enclosed as Attachment J. The current 
terminal disclaimer disclaims the terminal part of the statutory term of any patent granted on 
the continuation application, which would extend beyond July 6. 2021 . which is the date that 
U.S. Patent No. 6,576,054 would have expired had the terminal disclaimer (Attachment I) 
based only on Application No. 09/903,047 been filed in Application No. 09/901,926, since 
both Application No. 09/903,047 (the subject application) and Application No. 09/901,926 
(now U.S. Patent No. 6,526,054) claim priority to the same parent Application No. 
09/900.833. filed July 6. 200L 

The patent term for the continuation application, therefore, is calculated as 20 years 
from the earliest effective filing date. In this instance, the earliest effective filing date is 
July 6, 2001, and 20 years from July 6, 2001 is July 6, 2021 . Thus, by the current terminal 
disclaimer, the term of a patent issuing from the continuation application would not extend 
beyond that which is allowed under patent term calculations based on 20 years from the 
earliest effective filing date. In the event that a patent issuing from the continuation 
application would be subject to a patent term extension, the current terminal disclaimer 
disclaims any and all such extension. 

Applicants respectfully submit that the forgoing remarks provide good and sufficient 
reasons why the subject application should be withdrawn from issue in favor of a 
continuation application, a copy of the transmittal of which being enclosed as Attachment J, 
and the current terminal disclaimer (Attachment K). 
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4. PETITION FEE: 

The Commissioner is hereby authorized to charge to Bingham McCutchen's 
Deposit Account No. 50-2518 the fee of 8130.00 for this petition, as set forth 
in 37 CFR § 1.17(h), docket number 700624-2001. 

^| The Commissioner is authorized to charge Bingham McCutchen's Deposit 

Account No. 50-2518 for any fees required that are not covered, in whole or in 
part, by a check enclosed herewith and to credit any overpayments to said 
Deposit Account No. 50-2518, docket number 700624-2001. 



Respectfully submitted, 



BINGHAM McCUTCHEN llp 



Dated; May 20, 2005 




Gary D. Lueck 
Reg. No. 50,791 



BINGHAM McCUTCHEN LLP 
Three Embarcadero, Suite 1800 
San Francisco, C A 941 1 1-4067 
(650) 849-4400 
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DATE: May 20, 2005 



; BINGHAM McCUTCHEN 



O-0505-355-303 



NAME 



FAX 



PHONE 



Bingham McCulchen LLP 
Suilo &4Q0 
355 Soulh Grand Avenue 
los Angelei. CA 
90O71-31Q6 

213.630,6400 
213,680.6499 Fox 

bingham.com 

Bos Ion 



London 
Los Angeles 
New York 

Orange Cownfy 
Son Francisco 
Silicon Valley 
To Icy o 
Walnvr Cr»*k 
Wgjhinglon 



T 0: Attn: Wan Laymon 

Commissioner for Patents 

U.S. Patent and Trademark Office 



(571)273-0025 



(571)272-3220 



FROM: Gary D. Lueck 

gary.lueck@bingham.com 



(213)680-6499 



(213)680-6813 



PAGES: (INCLUDING THIS COVER PAGE): 32 

U.S, Application No. O9/q03,O47/Petition to Withdraw Application 
RE: From Issue Under 37 CFR 1 .3 13(c) 



Howard MESSAGE: 



FAX RECEIVED 

MAY 2 0 2005 
OFFICE OF POTIONS 



For (raittmtaioo problems, please call (213) 680-6421 
The information in this transmittal (including attachments, if any) is privileged and confidential and is intended onJy for the 
recipient(s) listed above, If you ans neither the intended recipients) nor a person responsible For the delivery of this transmittal to 
the intended rccipicnt(s), you arc hereby notified thai any unauthorized reading, distribution, copying or disclosure of this 
transmittal is prohibited. If you have received this transmittal in error, please notify us immediately ai (some telephone number as 
in first paragraph - will duplicate) and return the transmittal to the sender. Thank you. 
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